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1. INTRODUCTION

This policy provides guidance for staff (academic an e d students
(undergraduate and postgraduate) on the practices o@the Mhiversity of New South Wales
with respect to Intellectual Property. Matters cogét8 wiClude the nature of Intellectual
Property, its ownership, exploitation and t spocedures adopted within the

University.

A defining purpose of UNSW is:

the prosperity of our nationgt edlth and well-being of its people, and the
protection of our em@ronm

“To excel in research as a cor@m to a productive and sustainable economy,
{

newate UNSW researchers should be used to maximise the flow
icMparly to Australia, and to enhance the reputation of the
age®nd assist staff in their careers.

Intellectual property
of benefits to so
University and e

The UniverggyNg cofimitted to providing an environment where scholarship and innovation
can flourisNgnd e participating can be justly rewarded for their efforts. At the same
that certain Intellectual Property is developed as a result of the

envir ovided by the University and that special relationships exist between the

y and its staff and students, the University wishes, where appropriate, to gain

m the activity, with the benefits flowing on to future generations of staff and
students. The University also intends that negotiations with research funding bodies,
government and industry partners and outside institutions should be facilitated by this

policy.

In developing the present policy, which draws on past practice, the University has been
guided by Intellectual Property policies elsewhere and by statements provided by
stakeholders, including the National Tertiary Education Union and the Council of Australian
Postgraduate Associations. It acknowledges, in particular, input provided by a publication
of the Australian Vice-Chancellors' Committee and has adopted some of the wording
provided in that document.?

T UNSW Strategic Plan, Section 1, Page 5.
2Ownership of Intellectual Property in Universities" , Australian Vice-Chancellors' Committee, February 2002

Intellectual Property Policy Page 1 of 9
Version: 1.3 Effective 13 December 2005 to 30 June 2010


mailto:b.greene@unsw.edu.au
http://www.unsw.edu.au/

This policy is consistent with the National Principles of Intellectual Property Management
for Publicly Funded Research.

The University reserves the right to modify or add to this policy at any time, provided that
such change will only apply to works, inventions and other subject-matter in which
Intellectual Property rights subsist that come into being after the effective date of the
change.

2. INTERPRETATION

In this Policy
2.1 Course Materials means all materials produced in the course of or for us ashipg
in any form (including digital, print, video and visual material) and all Intefigctua

Property in such materials and will include lectures, lecture notes an eNgl, syllabi,
study guides, assessment materials, images, multi-media presentati b content

and course software;

2.2 Exceptional University Resources means resources of t
facilities, funds, services, equipment, paid leave, staff timga
of those normally used or available to staff for producigg

rsity which includes
ort staff in excess
S@ Materials;

2.3 Intellectual Property means all statutory and oth@r pr ary rights (including rights
to require information be kept confidential) in L8 ofinventions, copyright, trade

uil fayouts, know-how, trade secrets

pnvention establishing the World

rights to apply for the same and, for

Intellectual Property Organisation
the avoidance of doubt, includes:

e Patents under the Patent 1990 th.);

e Copyright and moral ri g by virtue of the Copyright Act 1968 (Cth.) in
literary works (includi r programs), dramatic works, musical works,
artistic works, $magsod recordings, broadcasts, published editions and certain
types of perform »

i d under the Trade Marks Act 1995 (Cth.);

Designs re nder the Designs Act 2003 (Cth.);
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2.4 y Commissioned means where particular consideration (which includes
cial consideration or relief from teaching or other duties) is provided or offered by

the @niversity by agreement.
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3. OWNERSHIP OF INTELLECTUAL PROPERTY
3.1 Ownership by the University of Intellectual Property

Except as otherwise agreed in writing by an authorised officer of the University, or stated in
this Policy, the University asserts legal and beneficial ownership of Intellectual Property:
(a) created by academic or general staff in the course of their employment by the
University;
(b) created by students of the University where:
(i) generation of the Intellectual Property has required use of University
resources; or
(i) generation of the Intellectual Property has resulted from the use of pre-
existing Intellectual Property owned by the University; or
(iii) the Intellectual Property belongs to a set of Intellectual Property g ated
by a team of which the student is a member ; or
(iv) the Intellectual Property has been generated as a result of fu g ided

by or obtained by the University;
(c) created by Visitors, Honorary, Adjunct or Conjoint appointees w?@
gErsity

(i) generation of the Intellectual Property has required
resources; or

(i) generation of the Intellectual Property has resul the use of pre-
existing Intellectual Property owned by the U i

(iii) the Intellectual Property belongs to a set
by a team of which this person is a me
University employees; or

(iv) the Intellectual Property has bee te@l as a result of funding provided
by or obtained by the University.

| Property generated
er members are

In the absence of any written agreemg
Conjoint appointees who create Intelle
treated as academic staff of the Universit

3.2 Ownership of Course Mat d scholarly works not Specifically
Commissioned or creat e of Exceptional University Resources

L 4
The University does not& right to ownership of any Intellectual Property in

e purposes of this Policy.

scholarly books, rse Materials, or other scholarly works or subject matter
generated (wheth or any other form) by staff or students, except where the
work is:
() Specifigally missioned by the University; or
(b) pragllic i the assistance of Exceptional University Resources.

r grants to the University a non-exclusive right to use such Course
works or subject matter generated by that staff member for the University's
purposes. The non-exclusive right to use such course material continues should
the staffmember leave the University.

3.3 Ownership of Course Materials Specifically Commissioned

The University asserts legal and beneficial ownership of all Course Materials which are
Specifically Commissioned. The University may, at its discretion, give the creator(s) of
Specifically Commissioned Course Materials a non-exclusive licence to use the Course
Materials for teaching purposes only provided that such a licence will not extend to use of
the Course Materials in direct competition with the University.

Where the University does not commercialise commissioned Course Materials the creator
may request assignment of the rights to the creator for commercialisation by that individual
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(or team) subject to agreement including a non-exclusive licence to the University for
educational purposes.

3.4 Ownership of Course Materials created with the use of Exceptional University
Resources

Where Course Materials are or may be created in whole or in part with the use of
Exceptional University Resources, a written agreement should be developed between the
staff member and the University as soon as practicable which specifies ownership of the
Intellectual Property in the Course Materials and rights to revenue in the event of any
commercialisation of the Course Materials and any Intellectual Property generated from
the production of the Course Materials.

In the absence of a written agreement, the University will own the Course Materi but

the staff member(s) who provided content for the Course Materials will be entitle t
least 33% of the net benefits of any commercialisation of the Course Material
University. Where more than one staff member provided content for the Cofge rials,

the benefits should be shared in proportions as may be agreed by them gy bsence
of a formal agreement, benefits will be equally shared. @

3.5 Ownership of artistic, musical, dramatic or creative wor

The University does not assert any right or claim to ownershi@ 0Re Ifftellectual Property
in artistic, musical, dramatic or other creative works creatgd o osed by its staff or
students, except where these works have been Specifj onfMissioned by the
University, or are created in whole or in part with the @se o eptional University

resources.
3.6 Assignments of Intellectual Propeg O

The University and staff members will ERg a timely manner, all assignments of
Intellectual Property necessary to give efft the ownership provisions set out above
and to allow for the use and com ialisation of the Intellectual Property by the University
in accordance with this Policy.

3.7 Effect of this Poligy Qg.eXqsting arrangements

Despite any con
time of the adopti

VISiQn in this Policy, all contracts and arrangements existing at the
POlicy between the University and governments, corporations
or other extern jsations, which relate to Intellectual Property and in which the
University hgs@n int@réSt, will remain in full force and effect, including those where the
ownershi d ed Intellectual Property is vested in a third party.

of ownership by the University

The Uyersity reserves its right to transfer the ownership of its Intellectual Property to third
accordance with this Policy, or otherwise, where practicable, following
consultations with the creator(s) of the Intellectual Property.

3.9 Dealings by staff members or students
Except where expressly permitted under this Policy, no staff member or student may apply

for in their own name, assign, license or otherwise deal with Intellectual Property which is
the property of the University without the written consent of the University.
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4. STUDENTS
4.1 Conditions to apply to Students

Where students are involved in activities that could lead to the development of Intellectual
Property over which the University or a third party may claim ownership, the following
conditions will apply:

(a) participation in the research will not interfere with the assessment of the student's
academic performance;

(b) the student's rights in Intellectual Property in any thesis or publications arising from
the research will be protected,;

(c) the student will receive consideration and returns commensurate with th
provided to staff, including a say as to the integrity of the Intellectual Prop

(d) the student's future career choices will not be closed by the choice to in
confidential area of research;

(e) it will be made clear to students what the nature of the work is be
undertake the activity that leads to the claimable Intellectual Pro )

(N any confidentiality and ownership of Intellectual Property ag
signed by students after they have been first advised to i

(g) any delays in publication of the thesis that arise from a
should be limited to a maximum of two years.

only be
pendent advice;
tiality agreement

4.2 Student research at other Institutions

h at institutions which are
e University, agreement should
e student to Intellectual Property
nder this Policy are maintained as far as

Where students of the University may be involvedga
affiliated with the University or at institutions ot
be reached with that institution regarding
with a view to ensuring that the studeg
practicable.

4.3 Supervisors

Supervisors electing to super entin an area likely to lead to claimable
Intellectual Property mgs a onfldentlallty and Intellectual Property assignment
agreement is completedquit tudent before the work is commenced.

Note that some RLoj not be available to students who choose not to sign a
confidentiality an al property assignment agreement.
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5. EXPLOITATION OF INTELLECTUAL PROPERTY OWNED BY THE UNIVERSITY
5.1 Completion of a Notification Form

Where a staff member or student develops Intellectual Property over which the University
claims ownership (excluding Intellectual Property referred to in Sections 3.2 and 3.5), the
staff member or student must complete and return a confidential notification form
(Notification of Intellectual Property Development) to NewSouth Innovations Pty Limited (a
Notification) as soon as possible after its creation. A confidential Register of Notifications
will be maintained by NewSouth Innovations.

5.2 Importance of non-disclosure for Intellectual Property protection

In order for the University to comply with National Principles of Intellectual Proper
Management for Publicly Funded Research, staff members and students sho

conscious of the need to avoid premature disclosure of research results to t paNigs
prior to completing a Notification and consideration of the need to obtaing coial
property protection.

5.3 Determination by NewSouth Innovations as to commerci

All Notifications will be made available to NewSouth Innovati iciPwill decide, within a
period of two months of receiving the Notification, whetheg or itWishes to exploit the

Intellectual Property commercially.
5.4 Notice of determination by NewSouth Inn @d assignment to NewSouth

Innovations

NewSouth Innovations will advise the ¢
decision and, if it elects to proceed, wi hat the staff member or student, and the
University, complete an assignment of the frests in the Intellectual Property to
NewSouth Innovations in the for contracts that specify the rights that will accrue to the
staff member or student and th ity.

r student and the University of its

5.5 Assignment to stgff ggemWers or students

If NewSouth Inngvat
Property for a par
complied with tlg#

ides not to proceed with the exploitation of the Intellectual
tification, subject to the staff member or student having
, the staff member or student may request the

University/N ovations (as applicable) to assign the Intellectual Property to
them. Up ent, the staff member or student will be free to protect and exploit the
Int erty at his/her discretion and cost, subject to the interests of any third

ndition of assignment of the Intellectual Property to the staff member or
stude e University receives a benefit amounting to 20% of the revenue received
exploitation of the Intellectual Property after costs have been recovered. The
Univershty retains a non-exclusive right to use the Intellectual Property for education and
research purposes. The University and (where necessary) NewSouth Innovations will
complete an agreement to this effect with the staff member or student.

5.6 Sharing in the benefits of commercialisation

The share of any net benefit (being benefits after costs are recovered and the legitimate
claims of any third parties are satisfied) flowing to a staff member or student who is the
creator of Intellectual Property commercialised through NewSouth Innovations will be 1/3rd
of the net benefits.
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Student creators of Intellectual Property will be treated equivalently to staff members in
determining their share of benefits flowing from the commercialisation of Intellectual
Property.

Where more than one staff member or student has created the Intellectual Property, the
agreed benefit should be shared in proportions as may be agreed by them. In the absence
of a formal agreement, benefits will be equally shared between the inventors.

Taxation obligations associated with benefits flowing to creators of Intellectual Property are
the responsibility of the individuals involved. For the avoidance of doubt, benefits may take
the form of a revenue, equity or shares, a right to convert to equity or shares or other non-

cash benefits, dependent upon the commercialisation path.

Innovations for the development of the University’s technology transfer and

The University will receive 1/3rd of the net benefits commercialised through New@auith
commercialisation activities.

NewSouth Innovations, as the University’s Commercialisation arm, will rggey
remaining 1/3rd of the net benefits of commercialisation. @

5.7 Commercialisation by NewSouth Innovations

mmmiercialisation of

Without limiting NewSouth Innovations’ discretion in undertai
Intellectual Property, NewSouth Innovations will consult i tor of the Intellectual
Property before determining the appropriate commercj hway to be taken. The
commercialisation pathway may include the filing of Ications, the identification
of possible licensees, the formation of a limited lighili
exploit the Intellectual Property.

5.8 Assistance to NewSouth Innov

The creators of Intellectual Property bein ercialised by NewSouth Innovations must
provide NewSouth Innovations wj I reas able assistance in the exploitation of the
Intellectual Property including t ion of information promptly, attending meetings
and executing approprlate do s required.

5.9 CommerC|aI|sat|on jfically Commissioned Works

The procedures o t Is Section 5 do not apply to Specifically Commissioned
Works. For su ONgs a contract will be developed prior to the work being commenced,
with the assist@ince & tMe University's Legal Office, and a copy of the contract will be
maintaineg®n llectual Property register held by UNSW Research Services.

ative research partners

Notwiti&tanding the need for the University to ensure an equitable return on Intellectual
, the University acknowledges that, in the context of collaborative research,
flexibility in the approach to Intellectual Property negotiation is necessary to ensure that
the rights of the third party collaborator are respected.
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6. MORAL RIGHTS

The University recognises the moral rights of the originators of Intellectual Property in
accordance with the Copyright Act 1968 (Cth.). These include the right of fair attribution of
authorship or invention, the need for work not to be altered or used in such a way that it
harms the reputation of the originator, and an opportunity for the originator to be involved
in determining the final outcome of his/her labours.

The University will use its best endeavours to assist authors in asserting their moral rights
in cases where clear breaches of accepted academic conventions occur.

7. RESOLUTION OF DISAGREEMENTS OVER IP OWNERSHIP \

The resolution of disputes over Intellectual Property Ownership does not appl
(a) disputes normally dealt with by the University’s Code of Conduct for
Responsible Practice of Research, as amended from time to tim
(b) disputes normally dealt with by the University’s Code of Conduc
(c) third party agreements, unless all parties agree to follow th c set out in
this policy.

7.1 Resolution of disagreements and disputes

The resolution of disagreements and disputes should under the Grievance

Resolution Policies and Procedures for staff and stu

agreement with NewSouth

ellectual Property, they may refer their
grievance to the Vice-Chancellor or to an Qffig&r appointed by the Vice-Chancellor for that
purpose. That Officer will attemp 0 esolve the dispute by mediation within a period of

one month. In the event of a co g grievance, the matter will be determined by an
independent expert nominate b ice-Chancellor.

<
7.3 Confidentiality of
All matters assoc d e resolution of disagreements disputes under the Grievance
Resolution PoI Procedures for staff and students at UNSW will be held
conﬂdentlal
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Appendix A: History

Version | Authorised by Approval Date Effective Date Sections modified
Section 2.10.3: Inventions
Guide Vice-Chancellor October 1983 October 1983 anq Patents within th.e
Guide to Procedures: For
official University use only
10 UNSW Council 3 February 3 February
) (CL97/4) 1997 1997
UNSW Council Clause 3.3 amended
1.1 (CL000/34) 22 May 2000 22 May 2000
UNSW Council Revised section 2§ tion
1.2 (CLO4/81) 21 June 2004 21 June 2004 3.3, and re-format
Section 1;7; a
13 UNSW Council 12 December égol?;';et((:)ear%b.?urne
) (CLO5/163) 2005

2010
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